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DETAILED ACTION 

Claim Rejections - 35 (JSC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

us^oSTnS ° r de .l Cribed in 3 Printed pub,ication in this or a for *gn country or in public 

Sates * m ° re than °" e year Pri0r t0 the date of a PP ,ication fo'patent in the United 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Clark (US 
Patent No. 4,230,506). 

Clark discloses a gray cast iron alloy on lines 10 to 19 in column 3 which meets 
the claimed composition. Even though prior art does not teach using alloy for a friction 
clutch as recited by the claim, such would not be a patentable distinction since it is 
merely applicant's future and intended use. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

Claims 1 to 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Clark (US paten. No.4,230,506), European paten. 360254,English abstract of Russian 
patent '873, or English abstract of Russian patent '123. 

Clark in lines 20 to 34 of column 2, EP'254 in claim 2 on page 8, English abstract 
of Russian '873 and Russian '123, each disclose a gray cast iron alloy with constituents 
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whose wt% ranges overlap or closely approximate those recited by the claims. The 
subject matter as a whole would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have selected the overlapping portion of the 
ranges disclosed by the prior art because close approximation or overlapping ranges 
have been held to establish a prima facie case of obviousness, see Titanium Metal v. 
Banner, 227USPQ773, in re Malagari, 182USPQ549, and MPEP21 10.01. 

Moreover, note that EP'254 discloses a lower carbon limit of 3.5% which is 
slightly higher than applicant's upper carbon limit of 3.4%. Since applicant has not 
demonstrated criticality of the upper carbon limit (e.g. by comparative test data), then it 
would seem that composition with 3.4%carbon vs. a composition with slightly more 
(3.5%)carbon would depict a mere difference in the proportion of element without any 
attendant unexpected results which would not patentably distinguish the claims over the 
prior art. 

Even though prior art alloys contain additional elements (Cu, Ti, Ca, Sb,V, REM) 
not recited by the claims, such elements would not be excluded from the claims which 
recite "contains". Note that the term "contains" opens the claim to any unrecited 
element even in major amounts. 

The prior art , in general, teaches a friction device which would broadly include 
devices in the shape of plate or wheel. Even though prior art does not specifically teach 
a friction element for a friction clutch, such would not be a patentable distinction since it 
is merely applicant's future and intended use. 
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In regard to process limitations, the prior art does not teach stress-relief 
annealing as recited in claims 6 to 13. Since claims are directed to a product, then 
patentability in a product-by-process claim is determined by the product per se and not 
the process. Applicant will have the burden to show that the prior art products do not 
necessarily or inherently possess the characteristics of the claimed product. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deborah Yee whose telephone number is 703-308- 
1 102. The examiner can normally be reached on Monday-Friday from 6:30 to 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 703-308-1 146. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-872-9310 for 
regular communications and 703-873-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 
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